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DETAILED ACTION 

Response to Arguments 

Applicant's arguments, filed 1/21/2009, with respect to the rejection(s) of claim(s) under 
35 USC §103 have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made in view 
of 35 USC §102. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 18, 20, and 24-25 rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claims recite a method which is not tied to another 
statutory category, such as a machine. Appropriate correction is required. 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

Claims 3, 4, 7-9, 11,13,18 and 20-25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sin (Pat. No.: US 7,227,583). 

Regarding claim 3, Sin discloses a communication terminal comprising: a video 
reproduction device configured to carry out a video reproduction (Fig. 2, elements 25, 28 
and 29, column 4, line 65 - column 5, line 8); a communication device configured to carry 
out a communication (Fig. 2, elements 27 and 24, column 5, lines 52-55. The control unit 27 
communicates with the database 24.); and a reproduction-end-time acquisition device 
configured to acquire an end time of the video reproduction carried out by said video 
reproduction device (Fig. 2, element 27, column 5, lines 64-67); wherein, in the event of an 
incoming communication from a communication partner in the course of the video 
reproduction carried out by said video reproduction device, said communication partner is 
informed of the end time of said video reproduction (Fig. 2, elements 27 and 24, column 5, 
lines 52-67. Control unit 27 communicates with the database 24, and is informed of the end time 
of the currently broadcast program.). 

Regarding claim 4, Sin discloses a communication terminal comprising: a video 
reproduction device configured to carry out a video reproduction (Fig. 2, elements 25, 28 
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and 29, column 4, line 65 - column 5, line 8); a communication device configured to carry 
out a communication (Fig. 2, elements 27 and 24, column 5, lines 52-55. The control unit 27 
communicates with the database 24.); a reproduction-end-time acquisition device configured 
to acquire an end time of the video reproduction carried out by said video reproduction 
device (Fig. 2, element 27, column 5, lines 64-67); a storage device configured to store an 
incoming-reporting condition indicating whether a video reproduction takes precedence of 
an operation to report an incoming communication or said operation to report an incoming 
communication takes precedence of said video reproduction (Fig. 2, elements 26 and 27, 
column 6, lines 3-21. The stored condition is that if the currently broadcast program has more 
than 5 minutes remaining, the video reproduction takes precedence, and if the currently 
broadcast program has less than 5 minutes remaining, the incoming communication takes 
precedence.); and a setting device configured to set said incoming-reporting condition (Fig. 
2, element 27, column 6, lines 3-27, fig. 3, element S34. The condition is set based on the time 
remaining in the currently broadcast program. ); wherein, in the event of an incoming 
communication from a communication partner in the course of the video reproduction 
carried out by said video reproduction device: said communication partner is informed of 
the end time of said video reproduction if said incoming-reporting condition is set to 
indicate that said video reproduction takes precedence of an operation to report said 
incoming communication (Fig. 2, elements 27 and 24, column 5, lines 52-67. Control unit 27 
communicates with the database 24, and is informed of the end time of the currently broadcast 
program ); and said incoming communication is reported if said incoming-reporting 
condition is set to indicate that an operation to report said incoming communication takes 



Application/Control Number: 10/807,469 Page 5 

Art Unit: 2426 

precedence of said video reproduction (Fig. 3, element S34, column 6, lines 3-27. If less than 5 
minutes are remaining, the viewer in informed of the imminent channel change, which is a report 
of the communication.). 

Regarding claim 7, Sin discloses a communication terminal comprising: a TV- 
broadcast receiving device configured to receive a TV broadcast (Fig. 2, elements 25, 28 and 
29, column 4, line 65 - column 5, line 8); a display configured to display an image of a TV 
broadcast received by said TV-broadcast receiving device (Fig. 2, elements 25, 28 and 29, 
column 4, line 65 - column 5, line 8); a communication device configured to carry out a 
communication (Fig. 2, elements 27 and 24, column 5, lines 52-55. The control unit 27 
communicates with the database 24 ); and a program-end-time acquisition device configured 
to acquire an end time of a program of a TV broadcast received by said TV-broadcast 
receiving device (Fig. 2, element 27, column 5, lines 64-67); wherein, if an incoming 
communication arrives from a communication partner while said display means is carrying 
out an operation to display an image of a program of a TV broadcast, said communication 
partner is informed of an end time of said program (Fig. 2, elements 27 and 24, column 5, 
lines 52-67. Control unit 27 communicates with the database 24, and is informed of the end time 
of the currently broadcast program.). 

Regarding claim 8, Sin discloses a communication terminal comprising: a TV- 
broadcast receiving device configured to receive a TV broadcast (Fig. 2, elements 25, 28 and 
29, column 4, line 65 - column 5, line 8); a display configured to display an image of a TV 
broadcast received by said TV- broadcast receiving device (Fig. 2, elements 25, 28 and 29, 
column 4, line 65 - column 5, line 8); a communication device configured to carrying out a 
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communication (Fig. 2, elements 27 and 24, column 5, lines 52-55. The control unit 27 
communicates with the database 24 ); a program-end-time acquisition device configured to 
acquire an end time of a program of a TV broadcast received by said TV-broadcast 
receiving device (Fig. 2, element 27, column 5, lines 64-67); a storage device configured to 
store an incoming-reporting condition indicating whether an operation to display an image 
of a TV broadcast takes precedence of an operation to report an incoming communication 
or said operation to report an incoming communication takes precedence of said operation 
to display an image of a TV broadcast (Fig. 2, elements 26 and 27, column 6, lines 3-21. The 
stored condition is that if the currently broadcast program has more than 5 minutes remaining, 
the video reproduction takes precedence, and if the currently broadcast program has less than 5 
minutes remaining, the incoming communication takes precedence.); and a setting device 
configured to set said incoming-reporting condition (Fig. 2, element 27, column 6, lines 3-27, 
fig. 3, element S34. The condition is set based on the time remaining in the currently broadcast 
program.); wherein, if an incoming communication arrives from a communication partner 
while said display device is carrying out an operation to display an image of a program of a 
TV broadcast: said communication partner is informed of an end time of said program if 
said incoming-reporting condition is set to indicate that said operation to display an image 
of a program of a TV broadcast takes precedence of an operation to report said incoming 
communication (Fig. 2, elements 27 and 24, column 5, lines 52-67. Control unit 27 
communicates with the database 24, and is informed of the end time of the currently broadcast 
program ); and said incoming communication is reported if an incoming-reporting 
condition is set to indicate that an operation to report said incoming communication takes 
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precedence of said operation to display an image of a program of a TV broadcast (Fig. 3, 
element S34, column 6, lines 3-27. If less than 5 minutes are remaining, the viewer in informed 
of the imminent channel change, which is a report of the communication.). 

Regarding claim 9, Sin discloses a communication terminal according to claim 3 
wherein said communication partner is informed of an end time of a video reproduction by 
transmitting a message including information on said end time of a video reproduction to 
said communication partner (Fig. 2, elements 27 and 24, column 5, lines 52-67. Control unit 
27 communicates with the database 24, and is informed of the end time of the currently 
broadcast program. A message is a short communication transmitted by words, signals, or other 
means from one person, station, or group to another.). 

Regarding claim 11, Sin discloses a communication terminal according to claim 7 
wherein said communication partner is informed of an end time of a video reproduction by 
transmitting a message including information on said end time of a video reproduction to 
said communication partner (Fig. 2, elements 27 and 24, column 5, lines 52-67. Control unit 
27 communicates with the database 24, and is informed of the end time of the currently 
broadcast program. A message is a short communication transmitted by words, signals, or other 
means from one person, station, or group to another.). 

Regarding claim 13, Sin discloses a communication terminal according to claim 7 
wherein: said TV-broadcast receiving is configured to receive a digital broadcast (column 1, 
lines 64-67); and said program-end-time acquisition device is configured to acquire an end 
time of a program of a TV broadcast from information included in broadcasted data of a 
digital broadcast received by said TV-broadcast receiving device (column 4, lines 47-56). 
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Regarding claim 18, Sin discloses a video reproduction method for carrying out a 
video reproduction wherein, in the event of an incoming communication from a 
communication partner in the course of a video reproduction (Fig. 2, elements 25, 28 and 29, 
column 4, line 65 - column 5, line 8): an end time of said video reproduction is acquired (Fig. 
2, element 27, column 5, lines 64-67); and said communication partner is informed of said 
end time of said video reproduction (Fig. 2, elements 27 and 24, column 5, lines 52-67. 
Control unit 27 communicates with the database 24, and is informed of the end time of the 
currently broadcast program.). 

Regarding claim 20, Sin discloses a video reproduction method for carrying out an 
operation to display an image of a received TV broadcast wherein, in the event of an 
incoming communication from a communication partner in the course of an operation to 
display an image of a program of a TV broadcast (Fig. 2, elements 25, 28 and 29, column 4, 
line 65 - column 5, line 8): an end time of said program is acquired (Fig. 2, element 27, 
column 5, lines 64-67); and said communication partner is informed of said end time of said 
program (Fig. 2, elements 27 and 24, column 5, lines 52-67. Control unit 27 communicates with 
the database 24, and is informed of the end time of the currently broadcast program.). 

Regarding claim 21, Sin discloses the terminal of claim 3, wherein during the video 
reproduction carried out by the video reproduction device, the terminal does not inform 
the user of the incoming communication from the communication partner (Fig. 3, element 
S34, column 6, lines 3-27. If more than 5 minutes are remaining, the viewer in not informed of 
the communication between the control unit 27 and the database 24.). 
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Regarding claim 22, Sin discloses the terminal of claim 4, wherein when the 
incoming-reporting condition is set to indicate that said video reproduction takes 
precedence of an operation to report said incoming communication, the terminal does not 
inform the user of the incoming communication from the communication partner (Fig. 3, 
element S34, column 6, lines 3-27. If more than 5 minutes are remaining, i.e. the incoming 
reporting condition is set to indicate that the video reproduction takes precedence, the viewer in 
not informed of the communication between the control unit 27 and the database 24.). 

Regarding claim 23, Sin discloses the terminal of claim 8, when the incoming- 
reporting condition is set to indicate that said TV broadcast takes precedence of the 
operation to report said incoming communication, the terminal does not inform the user of 
the incoming communication from the communication partner (Fig. 3, element S34, column 
6, lines 3-27. If more than 5 minutes are remaining, i.e. the incoming reporting condition is set to 
indicate that the video reproduction takes precedence, the viewer in not informed of the 
communication between the control unit 27 and the database 24.). 

Regarding claim 24, Sin discloses the method of claim 18, wherein during the video 
reproduction, the user is not informed of the incoming communication from the 
communication partner (Fig. 3, element S34, column 6, lines 3-27. If more than 5 minutes are 
remaining, the viewer in not informed of the communication between the control unit 27 and the 
database 24.). 

Regarding claim 25, Sin discloses the method of claim 20, wherein during the 
operation to display the program of the TV broadcast, the user is not informed of the 
incoming communication from the communication partner (Fig. 3, element S34, column 6, 
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lines 3-27. If more than 5 minutes are remaining, the viewer in not informed of the 
communication between the control unit 27 and the database 24.). 



Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 10 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sin 
(Pat. No.: US 7,227,583) in view of Safadi et al. (Pub. No.: US 2001/0051037). 

Regarding claim 10, Sin discloses a communication terminal according to claim 3, but 
does not disclose wherein said communication partner is informed of an end time of a video 
reproduction by transmitting an email including information on said end time of a video 
reproduction to said communication partner. However, in analogous art, Safadi teaches that a 
remote server can update the end time of a program if the end time of said program changes 
(paragraph [0060]), and do so by sending a message to a set top box over a transmission 
medium, such as the internet (paragraph [0032]). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to inform a communication partner of the 
end time of a video reproduction by an electronic message over the internet, of which an email 
message is an obvious variant. This would have produced predictable and desirable results, in 



Application/Control Number: 10/807,469 Page 11 

Art Unit: 2426 

that the user would have access to the most up to date information regarding the end time of the 
currently viewed video program. 

Regarding claim 12, Sin discloses a communication terminal according to claim 7, but 
does not disclose wherein said communication partner is informed of an end time of a video 
reproduction by transmitting an email including information on said end time of a video 
reproduction to said communication partner. However, in analogous art, Safadi teaches that a 
remote server can update the end time of a program if the end time of said program changes 
(paragraph [0060]), and do so by sending a message to a set top box over a transmission 
medium, such as the internet (paragraph [0032]). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to inform a communication partner of the 
end time of a video reproduction by an electronic message over the internet, of which an email 
message is an obvious variant. This would have produced predictable and desirable results, in 
that the user would have access to the most up to date information regarding the end time of the 
currently viewed video program. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sin (Pat. No.: US 
7,227,583) in view of Willame et al. (Pub. No.: US 2006/0179462). 

Regarding claim 14, Sin discloses a communication terminal according to claim 7, but 
does not explicitly disclose wherein said program-end-time acquisition device is configured 
to acquire an end time of a program of a TV broadcast from information included in a 
program table distributed by an EPG. However, in analogous art, Willame discloses receiving 
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program information from an EPG, which inherently includes program end times (Willame, 
paragraphs [0059], lines 1-5). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to allow for the program end time to be acquired from an 
EPG. Because EPGs are commonly used in the art, it would have produced predictable and 
desirable results to incorporate using them as an information source. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA TAYLOR whose telephone number is (571)270-3755. 
The examiner can normally be reached on 8am-5pm, M-F, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vivek Srivastava can be reached on (571) 272-7304. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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